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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 



Specification 

2. The Examiner acknowledges receipt of the substitute specification filed May 26, 
2006. The substitute specification has been approved by the Examiner for entry. 

3. The disclosure is objected to because of the following informalities: 

I. The Examiner objects to the specification at page 7, the last 
paragraph which recites, "As shown below the resulting high-silicon steel 
exhibited an excellent combination of... properties". The phrase, "As 
shown below", implies that there is data that follows with respect to the 
properties of the silicon steel. However, there is no data. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1 to 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

I. In claim 1 , line 4, the phrase, "the secondary phases" lacks a clear 
antecedent. 

II. In claim 4, lines 2 and 3; and claim 5, line 3; and claim 7, line 1 , the 
phrase, "the high silicon steel" lacks a clear antecedent. 

III. In claim 9, line 2, the phrase, "with of from about 0.1mm to about 
0.5 mm", appears to be incomplete. The Examiner questions whether the 
word -thickness-- should be inserted after the word, "with". 

Claim Interpretation 

6. Claim 1 recites " about 0.01 to about 1 .0 wt. % carbon" (claim 1 , line 2, emphasis 
added by the Examiner) and " about 5 to 10 wt. % Si" (claim 1, line 2, emphasis added 
by the Examiner). The meaning of the term "about" is flexible and is similar in meaning 
to such terms as approximately or nearly (Ex parte Eastwood. Brindle. and Kolb . 163 
USPQ 31 6). In view of this, the C and Si proportions that are described as "about" are 
not limited to the recited value but rather encompass proportions greater than and less 
than the recited limits. 

7. Claim 1 recites; "said method comprising" (claim 1, line 1). In view of the use of 
the open terminology "comprising" in the claims, the claims are considered to be open 
to any additional process steps. 
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The transitional term "comprising", which is synonymous with 
"including," "containing," or "characterized by," is inclusive or open-ended 
and does not exclude additional, unrecited elements or method steps. 
See, e.g., >Mars Inc. v. H.J. Heinz Co., 377 F.3d 1369, 1376, 71 USPQ2d 
1837, 1843 (Fed.Cir. 2004) 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 2 to 6, 8 and 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Iguchi et al. (Iguchi '521 , Japanese Patent Document No. 61-9521 , 
cited by the Examiner) in view of the ASM Materials Engineering Dictionary (cited by the 
Examiner). 

Iguchi '521 teaches a method of making a silicon steel containing 3.2 to 4.5 wt% 
Si (Abstract) which, in view of the explanation set forth above under the heading, Claim 
Interpretation, is encompassed by the lower Si limit of "about 5" wt% recited in the 
instant claims. Iguchi '521 teaches that the steel contains 0.01 to 0.06 wt% C which is 
encompassed by the C content of 0.01 to 1 .0 wt% recited in the instant claims. Iguchi 
'521 teaches that the Si steel is homogenized (Abstract) as recited in the instant claims. 
Iguchi '521 's process also includes decarburization (Abstract) which is encompassed by 
claims 4 and 5. Iguchi '521 teaches that the Si steel is hot rolled and cold rolled to a 
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final thickness of 0.3mm (Abstract). The hot rolling and cold rolling steps taught by 

Iguchi '521 are encompassed by hot rolling and cold rolling steps recited in claim 6. The 

final Si steel sheet thickness taught by Iguchi '521 of 0.3 mm is encompassed by the 

sheet thicknesses recited in claims 8 and 9. 

The ASM Materials Engineering Dictionary defines homogenizing as 

A heat treating practice whereby a metal object 
Is held at high temperature to eliminate or 
decrease chemical segregation by diffusion 

The claims and Iguchi '521 differ in that Iguchi '521 is silent with respect to the 
homogenization temperature and atmosphere recited in claims 2 and 3. 

However one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because in view of the fact that the 
process of homogenization, its purpose and end result are well known in the art, as 
shown by the ASM Materials Engineering Dictionary, the determination by routine 
experimentation of the appropriate homogenizatiOon temperature and atmosphere are 
well within the skill of one of ordinary skill in the art. 

10. Claims 7 and 10 to 12 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over Iguchi et al. in view of the ASM Materials Engineering Dictionary as 
applied to claims 2 to 6, 8 and 9. 

Iguchi '521 and the ASM Materials Engineering Dictionary teach and are applied 
as set forth above. 
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The combination of Iguchi et al. in view of the ASM Materials Engineering 
Dictionary is silent with respect to the alloy properties recited in claims 7 and 10 to 12. 

However, one of ordinary skill in the art at the time the invention was made would 
have considered the invention to have been obvious because the alloy taught by the 
reference has a composition that overlaps the alloy composition recited in the instant 
claims. Further, in view of the fact that the alloy taught by the reference is made by a 
process which is similar to, if not the same as, applicants' process of making the 
instantly claimed alloy, the alloy taught by the reference would be expected to posses 
all the same properties as recited in the instant claims, In re Best, 195 USPQ, 430 and 
MPEP 2112.01. 

"Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best, 195 USPQ 
430, 433 (CCPA 1977). 'When the PTO shows a sound basis for 
believing that the products of the applicant and the prior art are the same, 
the applicant has the burden of showing that they are not.' In re Spada,15 
USPQ2d 655, 1658 (Fed. Cir. 1990). Therefore, the prima facie case can 
be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed 
product. In re Best,195 USPQ 430, 433 (CCPA 1977)." see MPEP 
2112.01. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Sheehan whose telephone number is (571) 
272-1249. The examiner can normally be reached on T-F (7:30-5:00) Second Monday 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John P. Sheehan/ 

Primary Examiner, Art Unit 1793 

Jps 



